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DECI S| ON ON APPEAL

This is an appeal pursuant to 35 U . S.C. §8 134 fromthe
final rejection of clains 11 and 13-21. Claim 12 stands
wi t hdrawn from further consideration and appell ants have
wi t hdrawn the appeal of claim1ll. See the brief at page 1.

Caim13 is representative and is reproduced bel ow

! Application for patent filed October 14, 1992.
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13. A nethod of marking a surface, which conprises:

formng at least two layers of differently-col ored
| acquer on a carrier;

transferring said |layers of differently-colored | acquer
to said surface; and

exposi ng regi on-w se said |ayer of colored | acquer renote
fromsaid surface to | aser radiation to thereby expose said
| ayer of colored | acquer proxinmate said surface thereby
produci ng said marking on said surface.

The references of record now relied upon by the exam ner

are:
Van Paesschen et al. (Van Paesschen) 3, 650, 740 Mar .
21, 1972

Magden et al. (Magden) 3,794,544 Feb. 26,
1974

G aser et al. (d aser) 3,926, 707 Dec. 16,
1975

Cka et al. (Cka) 3,930, 924 Jan. 6,
1976

Hol bein et al (Hol bein) 4,732,410 Mar. 22,
1988

Takii et al. (Takii) 4,968, 526 Nov. 6,
1990

The appeal ed clains stand rejected under 35 U S.C. § 103
as foll ows:
1) clains 13, 17-19, and 21 as unpatentable over admtted
prior art in view of Van Paesschen;
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2) claim 13 as unpatentable over admtted prior art in view of
ka;
3) clains 13 and 17 over admitted prior art in view of Magden;
4) clainms 17-19 and 21 as unpatentable over admtted prior art
in view of Cka or Magden further in view of Van Paesschen;
5) claim 20 as unpatentable over admtted prior art in view of
Van Paesschen, Cka, or Magden further in view of d aser
6) clains 14 and 15 over admitted prior art and the "secondary
references"” as in rejections 1), 2), and 3) above, further in
vi ew of Hol bei n; and
7) clainms 14 and 16 over adnmitted prior art and the "secondary
references”" as in rejections 1), 2), and 3) above, further in
vi ew of Takii

The subject matter on appeal is directed to a nethod of
| aser marking a surface (e.g., a front plate of a piece of
equi pnment) wherein at |east first and second differently-
colored layers of colored |laquer are first formed on a carrier
fromwhich they are subsequently transferred to the surface.
At this point in the process, the top |layer of col ored |aquer
(i.e., the colored |laquer layer "renote fromthe surface") is

"regi on-wi se" exposed to |aser radiation to thereby expose a
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bottom | ayer (i.e., a layer of colored |acquer "proximte to
the surface") thereby producing a marking on the surface. 1In
prior art processes, "conventionally applied | ayers of

| acquer” are said to "suffer fromvariations in thickness" so
that under sone circunstances in which the outer |layer is
relatively thick, it is inconpletely renpoved (specification
page 2, lines 9-14). To renedy this problem the |aser power
may be increased, but this often has the adverse effect of
damagi ng or conpletely renoving the bottom (under neat h)

| acquer | ayer (specification, page 2, lines 14-22). To solve
the thickness variation problem appellants formboth col ored
| acquer layers on a carrier and then transfer the layers to
the desired surface (in a manner simlar to applying a deca
to a surface) for subsequent |aser nmarking. Prior art workers
were apparently aware of the need to apply at |east the outer
| ayer as uniformy as possible (specification, page 2, |ines
29-32). However, the "conventional "2 application techni ques

resulted in considerable increases in the cost of marking a

21n the record before us, the exam ner has nade no
factual findings regarding what specific "conventional"
application techniques are utilized in the prior art
processes.



Appeal No. 95-3303
Application No. 07/960, 892

surface of an article (specification, page 3, lines 1-5).
Thus, only "expensive or high-quality equi prent” was narked.
As evi dence of obviousness of the clained nethod, the
exam ner has relied upon the "admtted prior art” in view of a
mul tiplicity® of "secondary references” which show that, inter
alia, "transfer" is one of a "variety of well known
appl i cation procedures"” (answer, page 9, |ast paragraph). W
agree wth appellants, however, that just because the prior
art indicates that "the process of transferring multilayer
coatings froma tenporary support to a permanent support"” is
known "for general use" (answer, page 4, lines 5-7), is no
suggestion to the skilled artisan to enploy this technique in
a process as clainmed. Significantly, the exam ner refers to
no disclosure in the applied references as teaching that a
"transfer" technique has a known advantage of producing

uniformy thick colored | ayers on a pernmanent support in a

® W are rem nded of the statenent of the court in Ball &
Roller Bearing Co. v. F.C. Sanford Mg. Co., 297 F.163, 167(2d
Cr. 1924) that "One good reference is better than 50 poor
ones, and the 50 do not nmeke the one any better." Wth
respect to the nmultiple stated rejections in the present
appeal , conpare Ex parte Blanc, 13 USPQd 1383, 1384 (Bd. Pat.
App. & Int. 1989).
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hi ghly econom cal manner. Accordingly, the exam ner has

failed to establish a prima facie case of obvi ousness for the

cl ai med subject natter. W, therefore, reverse the stated

rejections of the appeal ed cl ai ns.

OTHER | SSUES

Wth respect to prior art nethods of producing |aser
mar ki ngs on a surface, appellants refer to EP 0 393 956 Al as
a relevant reference. See the specification at page 1, lines
28-34. Apparently, appellants intended to refer to EP 0 383
956 Al, instead. The U S. equivalent of the latter nentioned
reference is U S. Patent 4,901,089 issued to Bricot on
February 13, 1990, copy attached. This reference should be
carefully reviewed by the exam ner prior to passing this
application to issue. In this regard, note that Bricot at
colum 2, lines 25-27 describes the deposition of ink |ayers
by such techni ques as "phot oengraving, snooth cutting, offset
or other type of nethod.™

The decision of the exam ner is reversed.

REVERSED
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JOHN D. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT

CHUNG K. PAK APPEALS
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